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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1. Claims 1, 5-1 0, 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 3,851,359 to Wilson. Wilson discloses a clip with a first arm (10a), a 
second arm (10b), and a bridge (10c) connecting the two arms forming a U-shaped 
structure. Wilson's clip has a flexible, deformable retainer (11) [Column 2, lines 10- 
17]. The retainer (1 1) has a length of approximately Pi times the distance between 
the two arms when the arms are parallel. Using a ruler to measure the relative 
dimensions, the distance between the two arms is 9.5 mm, and the length 
(longitudinally) of the retainer is 18.5 mm. Another length of the retainer (measured 
across the longest dimension of the retainer) is 22.5 mm. Two times is considered to 
be "at least approximately" 3.1415 times. 

2. Regarding Claims 5, 6, 8, and 9, Wilson discloses a retainer (1 1), which is 
decouplable from the arms (10 & 10b) [Column 3, lines 34-40]. The fitting, as shown 
in Figure 7, is a friction fit: friction (among other forces) prevents the head (lOe) of 
the arm (10b) from disengaging. 

3. Regarding Claim 7, Wilson discloses the invention as claimed. The deformable 
retainer (11) can be thought of as two separate retainers, each of which is extending 
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from the respective arms (10a and 10b). The retainers are of equal length, and each 
has a sharp tip, as shown in Fig. 7. Shown in Fig. 6 is the fitting on each retainer, and 
the sharp edges adjacent components lid and 11c. 

4. Regarding Claim 10, Wilson discloses a clip with two arms. Each arm includes 
an end portion defining a slot (lOf & lOd) [Column 2, lines 60-65]. The retainers 
(11- two sides) have a proximal portion, which has a friction fit with each respective 
slot [Figures 3 and 7]. 

5. Claims 1, 2, 4, 5, and 21-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5,575,802 to McQuilkin et al. McQuilkin discloses a 
surgical clip with a first arm (12), a second arm (142), and a U-shaped bridge (16) 
connecting them [see Fig. 1; Column 1, lines 55-67]. McQuilkin discloses a 
deformable retainer (deformable particularly at hinge 144) extending from arm (142). 
The deformable retainer (140/144/126/128) has a length greater than Pi times the 
distance between the arms when the arms are substantially parallel [as shown in Fig. 
2]. The distance between the arms is 2 mm [Column 3, line 1 1], and the length of the 
retainer portion (140), as measured from the hinge in an arcing trajectory to the edge 
(152) is significantly greater than 3 times the distance between the parallel arms. 
Examiner estimates that the length of the retainer portion (140) is 1 1 mm. 

6. Regarding Claims 2 and 23, McQuilkin discloses a surgical clip with a retainer 
having a thickness smaller than the thickness of the first arm. The thickness of the 
retainer is measured at hinge (144). The first arm has a thickness of 3 mm and the 
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hinge portion of the retainer has a thickness of 1mm [Column 3, lines 10 and 13; Fig. 
2]. 

7. Regarding Claim 4 and 25, McQuilkin discloses a retainer with a sharp tip. 
Retainer portion (140) has a sharp tip at tooth (150) and retainer portion (126/128) 
has a sharp tip at tooth (126). 

8. Regarding Claims 5 and 26, McQuilkin discloses a retainer that is decouplable 
from one of the arms. If one were to disassemble hinge (16), then one would sever 
one arm from the other, decoupling the first arm (12) from the retainer (140). 

9. Claims 1, 5, 6, 22, 26, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 2,246,495 to Alessi, et al. Regarding Claim 1, Alessi 
discloses a clip capable of use in surgery with two arms (11, 12) and a U-shaped 
bridge (10) between them. There is a deformable retainer (16/21/15) extending 
between the arms that has a length of greater than 3 times the distance between the 
arms, as shown in Fig. 3. The retainer includes a deformable spring member (21) 
[Column 2, lines 24-34]. 

10. Regarding Claims 5, 6, and 27, Alessi' s retainer (17/21) is decouplable from one 
of the arms. Arm (1 1) is attached to the tubular member (16) via a lug (19) in a slot 
(20) [Column 2, lines 15-20]. The aforementioned lug is merely a nut screwed on 
(involving friction) to arm (31). 

11. Claims 17 and 18, are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 4,430,997 to DiGiovanni et al. DiGiovanni discloses a multiple clip 
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applier for applying clips as disclosed by the applicant. DiGiovanni's clips (11) each 
have a first arm, a second arm, and a U-shaped bridge connecting them. Each clip 
has a deformable ("deflectable") retainer at its end [Column 4, lines 46-54]. Each 
retainer has a length of at least Pi times the distance between the arms when the arms 
are substantially parallel, as shown in Figure 5A. As is observable from Fig. 5A, the 
average distance between the two arms is much less than the length of the retainer, as 
measured perpendicular from the longitudinal axis of the clip [see Attachment #1]. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted on 
an application for patent by another filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

12. Claims 1, 3, 22, 23, and 28 are rejected under 35 U.S.C. 102(e) as being 

anticipated by Publication No. US 2002/0104199 Al to Chen. Chen discloses a first 
arm, a second arm, a U-shaped bridge connecting them, and deformable retainers 
extending from each arm, as labeled in Attachment #2. Since the clip is made out of 
"metal wire" the whole clip can be characterized as deformable. The clip is of a 
similar construction to the common paper clip, which is commonly known to be 
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easily bendable. No structure is given to the word "retainer" in claim 1, and therefore 
anything that is capable of retaining something can be considered a retainer. Each 
retainer (labeled in Attachment #2) has a sharp tip. The deformable retainers each 
have a length more than 3.14 times the distance between the first arm and the second 
arm. 

Response to Arguments 
13. Applicant's arguments filed 04/06/2004 have been fully considered but they are 
not persuasive. With regards to the Wilson reference (U.S. Patent No. 3,851,359), 
retainer 1 1 is certainly deformable because it is made out of plastic [Column 2, lines 
10-13]. Plastic is generally considered to be a deformable material. It is relatively 
more deformable than metal arms 10a and 10b. More specifically, in Column 2, lines 
14-17, Wilson says specifically that the retainer 1 1 is made out of a plastic 
"possessing a measure of resiliency." Therefore, the whole head is (to some degree) 
deformable, not just deformable flap 1 lc, as asserted by the Applicant ("Remarks", 
page 12). 

Further regarding Wilson, using a ruler to measure the relative dimensions in Fig. 
4, the distance between the two arms is 9.5 mm, and the length (longitudinally) of the 
retainer is 18.5 mm. Another length of the retainer (measured across the longest 
dimension of the retainer) is 22.5 mm. Two times (or 2.37 times) is considered to be 
"at least approximately" 3,1415 times. Furthermore, comparing Wilson's Figure 4 to 
Applicant's Figure 18: in Wilson's Fig. 4, one could measure a circumferential 
length of the outside of the retainer 11 and say that this length is substantially the 
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same as the length of the circumferential length of the retainer in Applicant's Fig. 18. 
Retainer 1 1 is "at least approximately" semi-circular and will therefore have a 
circumference of some multiple of Pi. 

14. Applicant's arguments filed 04/06/2004 have been fully considered but they are 
also not persuasive with regards to U.S. Patent No. 5,575,802 to McQuilkin et al. 
Applicant asserts, "the distance between the jaws 12, 14 is equal to zero" ["Remarks", 
page 13]. Examiner disagrees. Jaws ("arms") 12, 14 are distinct components from 
liners 18, and 20 [Column 1, lines 55-57]. Applicant does not limit the claims with 
language saying that there is an open space between the two arms. Examiner 
maintains that there is a distance between McQuilkin' s two arms 12, 14, and that 
distance is equal to the space taken up laterally by the liners 18 and 20. Figure 2 
shows the arms 12, 14 in a parallel arrangement. 

15. Applicant's arguments filed 04/06/2004 have been fully considered but they are 
also not persuasive with regards to U.S. Patent No. 2,246,495 to Alessi et al. The 
spring is a part of retainer 16/21/15. The whole assembly 16/21/15 is considered to 
be the retainer extending from arm 1 1 . 

16. Applicant's arguments filed 04/06/2004 have been fully considered but they are 
also not persuasive with regards to U.S. Patent No. 4,430,997 to DiGiovanni et al. 
Figure 5 A shows that there is some distance between the two arms of the clip while 
the arms are substantially parallel (as the arms are in Figure 5 A). Even if this 
distance were zero, then the prior art would still read on the claimed invention: 
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Length of the retainer > 



Pi 



x 



distance between the arms 



(some positive value) > 



3.1415 



x 



zero 



(some positive value ) > 



zero 



However Examiner maintains that if the clip can be used to ligate something like 
an artery or a blood vessel [Column 2, lines 36-40], then there is some positive, nonzero 
distance between the two arms of the clip. 



17. Claims 29-3 1 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradford C Pantuck whose telephone number is (703) 
305-8621. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaver or McDermott can be reached on (703) 308-0858. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872- 
9306. 



Allowable Subject Matter 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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